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KTo yTBep:Kaaert, uto Coeet CLLIA no paccmoTpeHUI0 NaTeHTHbIX cNnopoB 1 aneanauui (PTAB) Huko2da
He AonycKaeT BHECEHUA NONpaBOK? Bonpoc 3akawouyaeTca B TOM, MOXKEeT /M NonpaBKa OCTaTbCA B
cune nocae Nogayum anennauun.

OgHO M3 Haubosnee pPACNPOCTPAHEHHBIX KPUTUYECKMX 3aMeyaHui, Kacatowmxca cyaebHoro
pa3bupaTenbcTBa NO MATEHTHOMY CMOPY C Yy4YaCTMeM HeCKONbKMx cTopoH (IPR) — cneumanbHoro
cypebHoro npouecca, B KOTOPOM TpeTbM AMLA MOTYT OCMOPUTb AEUCTBUTENbHOCTb NaTeHTa nepef
Cosetom CLLUA no paccMoTpeHuIo MaTeHTHbIX cnopoB 1 anennsaumii (PTAB uam «CoBeT») Ha OCHOBAHMM
paHee M3AaHHbIX NyOAMKaumi, — 3aka4YaeTca B TOM, YTO y naTeHToobnagateneit HeT peasibHOW
BO3MOHOCTM BbIUFPATb CMOP O AEWCTBUMTEIbHOCTM MATEHTA MyTEM BHECEHWA U3MeHeHUl B dopmyny
nsobpeteHuna. KoHeyHo, B npouecce cynebHoro pasbupaTtenbcTBa € y4acTMeM HECKO/IbKUX 3asaBUTenei
naTeHToobnasatens Bnpase nogatb CoBeTy NMCbMEHHOE X04aTaliCTBO C NPOCbOOI BHECTM NOMPaBKK B
ocnapmaemyto dopmyny nsobpeteHua, HO NoLoOHble XO4aTalcTBa TaK PeaKo YAO0BAETBOPAINCL B
nepsble rogbl nocne BBeaeHus IPR, 4yto cneumannctol B 061acTM MNATEHTHOro npaBa HepeaKo
COBETOBa/IM CBOMM K/IMEHTAM He TPaTUTb CWbl U CPeACTBAa Ha MX MoAady, MOCKO/bKY He Buaenu
NPaKTUYECKM HUKAKOM BO3MOMXKHOCTU NobeaunTb B NpoLiecce.

OpHaKo MHOrga XxoAaTalcTBa O BHECEHMM MOMPaBOK BCe-TaKWM YAOBAETBOPAIOTCA. TakK BO3HWMKAeT
cnepytowmii Bonpoc: MoxeT an peweHne CoseTa 06 yAOBAETBOPEHMM XO[aTaliCTBa O BHeECEHUU
MOMpPaBOK COXPaHWUTb CBOK cuy, Byayun 06)KanoBaHHbIM B anenALMOHHOM MnopagKe? B pamkax
cynebHoro cnopa, KoTopbli paccMaTpMBaNCA CPABHUTENIbHO HEAABHO M peLleHne no KoTopomy 6bino
BblHECEHO AnennaunoHHbim cypom CLUA no depepanbHoOMy OKpyry, OTBET, cyas no Bcemy, byaer
3BYyYaTb KaK «He obasatenbHo». B gene Shinn Fu Company of America npomus Tire Hanger Corporation,
2017 U.S. App. LEXIS 11787, 2017 WL 2838342 (dea. okpyr 2017 r.) paccmaTpuBasnca NaTeHT, KOTOPbI B
LENOM OTHOCUTCA K YCTPOMCTBAM M METOAaM 3KCMAyaTaLuMW M TEXHUYECKOro obcayKuBaHuWA Kosec B
C/ly4ae BPEMEHHOr0 WX CHATUA C TPAHCMOPTHOrO CPeACTBa, YCTAHOBNEHHONO HA MNOABLEMHUK WAU
OOMKpaT. MHeHue Shinn Fu («MH.») B n.2. KomnaHua Tire Hanger 6blna npaBonpeeMHUKOM
obnapgatena paccmaTpuBaemMoro naTeHTa, KOTOpbIA BKAOYan B ceba natb ¢opmyn msobpeteHua. Tam
sce. Shinn Fu Company of America, Inc. u Shinn Fu Corporation (coBmecTHo MmeHyembie Shin Fu)
notpeboBann npoBeAeHUs cyaebHoro pasbupatensctBa C  y4aCTUEM HECKO/IbKMX CTOPOH AN
nepecmoTpa Bcex NATM popmMyn M30b6peTeHma B NaTeHTe, NPUBEAA B KAa4YeCTBe apryMeHTOB U3BECTHOCTb
npusHaka nsobpeTteHna u ero oyeBMaHOCTb (cornacHo rnase 35 ceoaa 3akoHos CLUA, § 102 1 103). Tam
ye. BblAcHMB, 4To cTopoHa Shinn Fu ycTtaHosuaa o6ocHOBaHHOE €X0ACTBO, HA OCHOBAHWW KOTOPOrO
6ynetT MMeTb MPEMMYLLECTBEHHYIO CUY MO KPAaMHEN Mepe B OTHOLWIEHMW OLHOW OCMapuBaemown
dopmynbl, CoBeT MHUUMMpoBan IPR ana nepecmoTpa nateHTa no Bcem nNat ¢opmynam n3obpeTeHus.
Tam x»ce, n. 3.

B orBeT KomnaHua Tire Hanger nofana XxoA4aTacTBO O BHECEHMM MOMPABOK, @ MMEHHO Ha
aHHY/NIMPOBaHWE BCEX MATM ocrnapuBaeMblx GOPMYS M30OpPETEHUA M 3aMeHy MX HOBbIMU. Tam xce.
KomnaHua Tire Hanger He ocnapuBana aHanus, nposeAeHHbIi CoBeTom B npouecce Bo3byxaeHua IPR,
W, cnepoBaTesibHO, OTKasasacb OT MOCNEAYHOLWMX apryMeHTOB B 3alMTy MaTeHTOCNOCOOHOCTM TaKmXx
bopmyn nsobpeteHus. Tam xce. B obwmx yeptax nonpasku Tire Hanger 3akno4annce B onpegeneHum
nopaaKa BbINOJIHEHUA OMWUCAHHbIX 3TAMOB M MPWUB/JEYEHUM YeNOBEKa [A/1A BblNOJHEHMA paboT Ha
pa3/INyHbIX 3Tanax, KOTopble B MHbIX CAy4Yasx MOIW ObiTb BbIMOJHEHbI C MOMOLLbIO Kakoro-ambo
YCTPOMCTBA MAWN APYron KOHCTPYKUMKU. Tam xce, n. 5. Kpome Toro, Tire Hanger Tak:Ke npueena A4oBoAbl
B NOJ/Ib3y MAaTEHTOCNOCOBHOCTM B OTHOLWIEHMM BHOBb MpPeAcTaBAeHHbIX GOpPMyN M30OpeTEHUS C y4eToOM
M3BECTHbIX PELUEHWIA, YKe 3aHECEHHbIX B MaTepuabl 3asBKM, a TaKKe HegaBHO OO6HapyXKeHHbIX CCbIIOK
Ha W3BECTHbIA YPOBEHb TEXHUKW, KOTOpble ele He bblivM 3aHeceHbl B MaTepuanbl 3afBKU. Tam ce.
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CropoHa Shinn Fu npusena aprymeHTbl MpPOTMB, ochnapuBas gosoAabl Tire Hanger, gob6asus ase
OOMONHUTENbHbIE CCbIZIKM Ha paHee U3BECTHbIM YPOBEHb TEXHUKU. Tam xce. B KoHeyHom uTore CoseT
npuWwen K 3akAYeHUI0 O MaTeHTOCnocobHOoCTM dopmyn M306peTeHns, 3aHOBO MpeaAcTaBAEHHbIX
KoMnaHuei Hanger, n ya0BAETBOPUA ee X04aTaliCTBO O BHECEHWM NOMPaBOK. Tam xce.

Mocne atoro ctopoHa Shinn Fu nogana anennauuto B AnennaumoHHbii cyg CLUA no degepanbHomy
okpyry (CAFC). Tam xce. T[naBHbIM MyHKTOM anennsaumm 6bln Bonpoc o Tom, He gonyctun nm CoseT
OLWMOBKY, He paccmoTpeB A0/KHbIM 06pasom aprymeHTol Shinn Fu npoTns nateHTocnocobHoctn. Tam
we. ®depepanbHblt OKpyr 3akntouma, yto CoseT AoNycTMn oOWMBKY, «NpoUrHopupoBas crnocob, ¢
nomoubto KoToporo Shinn Fu BblABWHY/Na CBOM aprymeHTbl B MOAb3y OYEBUAHOCTM B MPOTUBOBEC
xogatancTey Tire Hanger o BHECEHUM NOMNPABOK», U YCTAHOBW, YTO «OWNBKa bblia HEOBOCHOBAHHON U
3HaunUTeNbHOW [Mak 8 opueuHanel». Tam xce, n. 5. MNo-BuaMmomy, B KauectTse NpoTecTa Ha X0A4aTaNCTBO
Tire Hanger o BHeceHMM nonpaBoK CTopoHa Shinn Fu 3asaBwWaa, 4TOo OnNpegefneHHble CCbINKKM Ha
W3BECTHble pelleHuA 6blM U3MeHeHbl nymem o0b6vbeduHeHUA NPU3HAKOB U3 OTAE/IbHbIX CCbIIOK. Tam
He, n.6. OpHako CoBeT paccMaTpuBan CCbIIKM Ha W3BECTHble pelleHus, yoassa 3N1eMeHTbl U3
OTAENbHbIX CCbINIOK, YTOObI MONYYUTL UTOFOBOE COYETAHWE, HO HE BbIABWM/I MOTMBOB A KOMBMHALWUK
CCbIIOYHbIX MaTepuanoB TakMM obpasom. Tam xe. W yto camoe BaKHoe — COBET OTKNOHWUA
npeanoxeHHole Shinn Fu aprymeHTbl B NO/Ab3y OYEBUMAHOCTWU, MNOHAB, 4TO poBoabl Shinn Fu
OCHOBbIBA/IUCb Ha cnocobe KOMBUHaLMK ccbloK. Tam e, n. 6-8. MockonbKy CoBeT He NpesoCcTaBuA
HWUKAKOro aHaaM3a No npeasiorKeHHoMy cTopoHon Shinn Fu cnocoby KOMOWHALMK CCbINIOK B KNOYEBbIX
aprymeHTax B noJsib3y oyeBuaHoctH, y Cyaa He 6blo peanbHOro crnocoba nepecmoTpeTb 3aK/AtodeHue
CoBeTa 0 nNaTeHTOCNOCO6HOCTM B cBeTe aprymeHToB Shinn Fu. Tam xce, n.9. MNoatomy Cya oTMeHWUN
3aKknodeHMe CoBeTa 06 0YEBMAHOCTM B OTHOLWIEHMUM M3MEHEHHbIX GopmMysn UK306peTeHUa W
noctaHoeneHne o6 yaoBNeTBOPeHUM xopaTtarcTea Tire Hanger o BHECEHMM MOMNPABOK, a TaKxke
Bo3BpaTuAa aeno CoBeTy Ha NOBTOPHOE pacCMOTpeHue. Tam xce.

Ewle cnmwKkom paHo roBopuTb O TOM, KakoBbl ByayT AanbHenwmne aericteua CoseTta Nno sTomy aeny, eciu
CTOPOHbI He yperyanpyroT cnop A0 ero NoBTOPHOro paccmotpeHuna. O4HaKo yunTbiBaa TO, HAaCKONbKO
penko CoBeT U3MEHAN pPeLLEHUA NO APYITMM MPOLLECCAaM, MOXKHO ¢ 60/1bLLO BEPOATHOCTLIO YTBEPXKAATD,
YTO OH BblHeCeT aHaNornm4yHoe 3akakyeHune, HO B 3TOT pPa3 NPUNOKUT obbACHeHWEe U aHanus NPUYnNH
CBOEro Hecornacus ¢ aprymeHtamum Shinn Fu.

Ona KomnaHWi, KoTopble yXKe y4acTBOBa/M B cyAebHbIX npoueccax Mo NAaTEHTHbIM CMOPAM C y4acTUEM
HecKo/ibkux 3assutenel (IPR) wmaM ewe He y4acTBOBa/AM B HWUX, HO MJIAHUPYHOT OCMOPUTb
[ENCTBUTENIbHOCTb NATEHTA KOHKYpPeHTa MBO0 aHaNM3MPYHOT BO3MOXKHbIE MOCNeACTBUMA OCMapuBaHMA
CBOMX NATEHTOB, AAHHOE AE/1I0 CAYXKUT MPUMEPOM CUTyaLMK, B KOTOPOW CTOWUT NOAaTb anennaumio,
OCMapuBaloLWy0 OKOHYaTeNlbHOe NUcbmMeHHoe peweHne CoseTa. Tem He mMeHee CTOUT OTMeTUTb, YTO
owmnbKa CoBeTa B LaHHOM C/ly4ae 3aK/1t04aNacb He B UTHOPUPOBAHMU MAEN KOHKPETHOM CCbIIKK, A B €r0
HeCnocobHOCTU PaAcCMOTPETb apPrymMeHTbl, NpeacTaBAeHHble cTopoHamu. Cya 06bACHUA 3TO TaK:
«3aKoHoaaTenbcTBO He TpebyeT, yTobbl COBET pPAcCMaTPMBaN KaxAyld BO3MOMHYO KOMOMHALMIO
W3BECTHOTO YPOBHA TEXHWKM, 0bCyxpaemyto B xoae cyaebHoro pasbupatensctsa No nepecmoTpy
naTeHTa C y4acTMEM HECKOJIbKMX CTOPOH, BHE 3aBMCMMOCTM OT TOrO, Kak 4acto AybampyroTca WHble
ccbinkn. OgHako CoseT 06A3aH paccMOTPETb apryMeHTbl, NpeacTaBieHHble eMy CTOPOHaMu». MH., n. 9.
C TOYKM 3peHuna CTaTUCTUKK peLleHnA B NoJb3y UcTua B xode IPR Ao cMx Nnop BbIHOCATCA pefiko, O4HAaKOo
He HACTO/IbKO, KaK paHblue. HeusbexkHo, YTo 04Ha UK Apyras CTOpoHa (a nopoi n obe), yyacTeytoLlan
B TaKOM npolecce, nosydyaeT pelieHne PTAB c HebnaronpuaTHbim pesynbtatom. [feno «Shinn Fu
npomus Tire Hanger» paet HEKOTOpOe NpeAcTaBAeHMe 0 TOM, Yero caeayeT OXuaaTb, NA1aHUpya noaady
anennALnmn No TaKOMy peLleHuto.



