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O6HoBneHMe PykoBOACTBA MO Npoueaype NpoBeAeHUA NaTeHTHOM 3KCnepTU3bl
B YAaCTM NAaTEHTOCNOCOBHOCTM NpeameTa usobpeteHun

BegomcTBo no nateHTam M ToBapHbiM 3Hakam CLUA (USPTO) B KoHue saHBapa 2018 roaa
onybankoBano o6HOBAEHUA K PyKoBOACTBY NO Npoueaype NpoBeaeHUA NAaTeHTHOM 3KCNepTm3bl
(MPEP). O6HOBNEHMA BKIKOYAKOT, B YaCTHOCTU, N3MEHEHMA, BHECEHHbIE B pa3Hble pa3fefbl
MPEP, Kacatowmecs ocobeHHOCTEN MNPUMEHEHUA MPOBEPKM MATEHTOCNOCOOHOCTU C yyYeTom
HOPM MaTepuanbHOro M NpoLLeccyanbHOro npasa B CBeTe pelweHua BepxosHoro cyaa no geny
Alice Corp. Pty. Ltd. npomus CLS Bank Int'l, 134, BepxosHbiit cya, 2347 (2014) (panee —
«lMposepka Alice»), a umeHHo B pasaensl 2103, 2104, 2105, 2106 n 2106.03—-2106.07(c) MPEP.
O6bHoBneHHaa Bepcua MPEP  BKntoyaeT BCeCTOpOHHMI 0630p HepaBHUX cyaebHbIx
npeuefeHTOB B OTHOLEHMM NAaTEeHTOCNOCOH6HOCTU NpeaMeToB M306peTeHnint U npeablgylume
pykoBogawme npuHumnbl USPTO, KoTopble paHee 6binn npeacTtaBneHbl TONbKO B

memopaHgymax USPTO.

Kpome Toro, B 06HOBNEHHOW BEPCUMM TAKMKE COAEPKATCA YETKME WHCTPYKLUMU [NA
NaTEHTHbIX 3KCNEpTOB M 3aABUTE/NIEN B OTHOLWEHWW Toro, 4to TpebyeTca AnA OTKasa M
YCTPaHEeHUA MPUYMH JNA OTKas3a B pamkax nposepku Alice. Hanpumep, B § 2106.07 MPEP
cnepyrowmm obpasom pasbAcHAeTcA bpemA AO0KasbiBaHWA ANA MNATEHTHbIX 3KCNEepTOB MU

3aaBuUTENeNn:

OueHusas 3aA67neHHoe u30bpemeHuUe C MOYKU 3peHuUs eao
coomeemcmeus  mpebosaHUsM  MamepuasnbHo20  Npaea 8  Yacmu
nameHmMocnocobHocmu, 3Kcrnepmol 00/MHbI PACCMamMpusamse 3anucu o xooe
C030aHUA U30bpemeHus KaK eOUHoe uesoe (8Kaw4as onucaHue uzobpemeHus,
NpPUMA3aHUSA, UCMOPUI0 PACCMOMPEHUs U 8Ce UuMelowue OMHOWEHUA K
0aHHOMYy Oeny npeuedeHmsl U rpomomunsl), npexcoe 4Yem BbIHOCUMb
30K/0YeHUe 8 OMHOWeHUU nameHmocrnocobHocmu npeomema 30a5A8/A€HH020
uzobpemeHusa. OueHka nameHmMocrnocobHocmu rnpedmema u30bpemeHus



00/1#(HA OCYyWecmssiimsbCa N0 KAXOOMy MPUMA3AHUI, M. K. NPUMA3AHUA He
MPUHUMAIOMCA U He OMK/AOHAIOMCA a8MOMAMUYECcKU COBMECMHO C
QHA/102UYHBLIMU MPUMA3AHUAMU, U3/0MEHHbIMU 8 3aseKe. Hanpumep, Oaxyce
ecu omoesbHOe NPUMA3aHUe ornpeoensaemcs KAK HernameHmMocnocobHoe,
308uUcCUMble MPUMA3AHUA Mo2ym fB/AAMbCA NAMeHMOoCnocobHbIMU, M. K. OHU
dobasnarom 20pa3z0o0 bonbwe oepaHu4eHudl, yem omoesbHoe
HernameHmocnocobHoe npumsasaHue. Takum obpa3om, Kaxooe npumsasaHue 8
3058Ke 00/IHHO PACCMaMPUBAMbCA 0MOENbHO C YYeMOM BK/OYEHHbIX 8 He20
3/71eMeHmos.

Ecnu no pesynbmamam oyeHKU 3a868/eHH020 u3obpemeHus 8biHOCUMCA
30K/I0YeHUEe 0 MOM, YMO KOHKpemHoe npumsa3aHue ckopee He y0ossemeopaem
oboum Kpumepusam nameHmocnocobHocmu (wae 1: HET u (unu) wae 2B: HET),
aKcnepmeol 00X HbI HAOAEH AW UM 06pPa30M CGhOPMYnIUPOBAMb OMKA3 MPUHAMb
0aHHOe npumsA3aHuUe Ha OCHOB8AHUU pe3ysbmamos waeza 1 u (uau) waeza 2B. B
OmKa3e 8 Kayecmee OCHOBAHUA OO/IXHA Mpucymcmeosams hopmMysnuposKa o
Haau4uu OOCMAMOYHO Ccepbe3Hbix O0O0Kazamesnscms 8 coomsemcmeuu ¢
mamepuanbHeiM npasomM. KoHuenuus Haau4yus OOCMAMOYHO Cepbe3HbIX
0oKazamenbcme — 3mo UHCMPYMeHM NpoueccyasnbHo20 nNpasa, ucrnoss3yemell
0019 nposedeHus nameHmMHol 3Kcriepmussl, Komopbll onpedessem nopsa00K
pacrnpedeneHus bpemeHU OOKA3bIBAHUS MeHOy 3KCriepmom u 3aseumesnem. B
YacMHOCMU, U3HA4as1bHO bpemMs OO0KA36I8AHUSA eX UM HA 3Kcrepme, Komopoili
00/13EH YeMKO U HO KOHKPeMHbIX rnpumepax o6bacHUMb, noYemy me usau UHble
NpPUMA3AHUA ABAAIOMCA HenameHmMocrnocobHoeiMu, 4mobsl npedocmasume
3aAa8umento  0ocmamoyHbili  06vbem  UHpoOpMauuu U B803MOXHOCMb
ompeaauposams Ha 3mu 00800bI.

OpHako, XxoTA O6HOBNEHHasa BepCUMA PYKOBOACTBA COAEPHKMUT OYEHb MOJE3HYH
nHoopmaumo o nonmtmke USPTO, cneumannctam no NaTEHTHOMY MpaBy PEKOMeHAOyeTcA
OTC/IeXKMBATb M3MEHEHMA B 4acTM NaTeHTocnocobHoCcTM npeameTa M3obpeTeHMA, M3yyan
martepuanbl cyaebHbix aen. Ba)kHOCTb 3TOM pekomeHAauun unnoctpupyeT § 2106.05(d)
MPEP, B KOTOPOM rOBOPMUTCA: «JaKe B OTCYTCTBME COOTBETCTBYHOLLMX CBELEHWUN B OMUCAHWUU

Cyabl He TpeboBann AOKa3aTeNbLCTB B noaaepXKy 3aknto4eHnA 0 TOM, YTO AONOJ/IHUTE/IbHbIE

31eMeHTbl BblIN BMNOJIHE MOHATHbIMU, PYTUHHBIMW M W3BECTHbIMM, a KBaauduumposanu
cooTBeTcTBylOWMEe O06CTOATENbCTBA JAena Kak Monaraemble  UM3BeCTHbIMM  cyay 6es

[OKa3blBaHMA» (BblaeneHo astopom). Ho 8 ¢pespansa 2018 roaa, Bcero 4epes HECKOJbKO



Hedenb nocne nybnvkauum obHoBneHHon Bepcum MPEP, depepanbHblit OKPYKHOW cya,
NPULWEN K 3aKNHYEHUI0, YTO «BOMNPOC B OTHOLWEHWUW TOro, ABAAKOTCA KOMBUHALMA 3/1eMEHTOB
WAN OTAENbHbIA 3N1EeMEHT NPUTA3aHMA BMOMHE MNOHATHbIMU, PYTUHHBIMWM W W3BECTHbIMU
KBaNMPUUMPOBAHHOMY CNeumanmcTy B AaHHOW 0bnacTn uamM HeT — 3TO Bonpoc ¢akTa . . . [u]
[O/MKeH 6biTb MoAKpen/seH 4YeTKMMKU M ybeauTenbHbIMM AOKasaTenbctBamu». Cm. aAeno

Berkheimer npomuse HP Inc. Ne 2017-1437 (PepepanbHblit OKpy»KHOM ¢y, 8 ceHT. 2018 T.).

B cBAasn c atum, xota MPEP no-npexHemy ocTaeTca UEHHbIM WHCTPYMEHTOM JnA
onpefeneHnA nNaTeHTocnocobHoCcTM u306peTeHMa, cneumannuctam no naTeHTHOMY npasy
cnepyet nNpoOAO/IKAaTb  MCMNONb30BAaTb  MHOXECTBO pecypcoB AnA Toro, 4tobbl ObiTb

ocBeJoM/TIEHHbIMMU 06 dKTYya/iIbHbIX aCNeKTax npasa.



