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Prior Art Search

• Prior Art = any disclosure made to the 
public
– Ex: patents, publications, presentations, etc. 

• Expose potential for licensing
• Useful for drafting the application 
• Learn more about the field of your 

invention
• Avoid patent infringement 



• Search options: 
– Self-search

– Hired search  

• Considerations: 
– Cost v. thoroughness 

– Time 

– Knowledge of the technology

Prior Art Search



Prior Art Self-Search

•USPTO
•Google
•Delphion

•International publications
–Ex: World Intellectual Property 
Organization (“WIPO”)



•Patent and 
Trademark 
Depository 
Libraries 
(PTDL)
–Search by technology classification: class and 
subclasses are assigned by the USPTO in the Manual 
of Classification 

Prior Art Self-Search, Cont.



Disclosure Requirements
• Must disclose relevant prior art 

to the USPTO (for non-
provisional applications) 

“… [I]nformation is material to patentability 
when it is not cumulative to information already 
of record or being made of record in the 
application, and

1. It establishes, by itself or in combination with other 
information, a prima facie case of unpatentability of 
a claim; or

2. It refutes, or is inconsistent with, a position the 
applicant takes in:

i. Opposing an argument of unpatentability relied 
on by the Office, or

ii. Asserting an argument of patentability.”

• Violation of the Duty to Disclose 
requirement may render patent 
unenforceable 

• Relevant prior art is given to the 
USPTO via an Information 
Disclosure Statement (“IDS”)

• $180 for large entity; $0 for 
small entity



What type of Application to file? 
• Provisional - establishes an early effective filing date and 

“Patent Pending” status
– Only subject matter included in provisional is given the effective 

filing date
– $220 filing fee for large entity; $110 for small entity

• Non-provisional - Utility (most common), Design, and 
Plant
– May claim benefit to provisional application

• PCT - provides a centralized filing system, including an 
international filing date, a search, and time period for 
filing national-stage applications
– International and national stage fees



Costs for Utility
Fixed Fees Large 

Entity
Small 
Entity

Basic filing fee 330.00 165.00

Search fee 540.00 270.00

Examination fee 220.00 110.00

Issue fee 1,510.00 755.00

Publication fee 300.00 0

Maintenance fees: 

- Due at 3.5 years
- Due at 7.5 years
- Due at 11.5 years

980.00
2,480.00
4,110.00

490.00
1,240.00
2,055.00

TOTAL = $10,470.00 $5,085.00



Commonly Occurring 
Additional Fees

Large 
entity

Small 
entity

Independent claims in excess of 3 220.00 110.00

Claims in excess of 20 52.00 26.00

Request for Continued Examination 810.00 405.00

Filing a submission after final 
rejection

810.00 405.00

Notice of Appeal 540.00 270.00

Filing a brief in support of 
appeal

540.00 270.00

Submission of an Information 
Disclosure Statement

180.00 0



Drafting the Application

• Requirements for Non-provisional: 
– Description 

Must be “clear, concise, and exact terms … to enable any 
person skilled in the art … to make and use” the invention
Must include the best mode for carrying out the invention
In the case of improvements, must describe “matter to which 
the improvement relates”
Must be on page separate from the other parts of the 
application (claims, abstract, etc.) 

– At least one claim
– Drawing if necessary for understanding of invention



Drafting the Application, Cont.
• Non-provisional applications may be filed 

without: 
– Filing, search, and examination fee
– Names of all the inventors
– Oath or declaration 

• A Notice of Missing Parts will subsequently be 
sent, requesting the missing items
– Surcharge for filing any of the basic filing fee, the 

search fee, the examination fee, or the oath or 
declaration on a date later than the filing date of the 
application, except provisional applications:

• Small entity - $65.00
• Large entity - $130.00



Drafting the Application, Cont.

Abstract 
- must be submitted on separate 

page, preferably following 
the claims

- May not exceed 150 words
- Provides nature and gist of the 

technical disclosure

Effective filing date 

Title
- Should appear as a 

heading on the first 
page of the 
specification

- May not exceed 500 
characters

- Must be as short and 
specific as possible



Drafting the Application, Cont.

Summary of Invention 
- Precedes the Detailed 

Description
- Should match the scope of the 

claims
- May include a statement of the 

object of the invention

Brief Description of 
the Drawings

Background of 
the Invention 

- May include brief 
description of 
relevant prior art 



Drafting the Application, Cont.

Claims 
- Dependent claims 

provide limitations 
to broader 
independent claims

- Should be numbered 
- Must start on separate 

page



Filing the Application
• File in the following order: 

– Application Transmittal form

– Fee transmittal form

– Application Data Sheet – may be voluntarily submitted to 
provide bibliographic data for the Applicant, correspondence 
information, priority information, and assignee information

– Specification - includes the following sections in order:
• Title; Cross-reference to related applications; Statement 

regarding federally sponsored research; Names of parties to joint 
research agreement; Reference to “Sequence Listing”; 
Background of Invention; Brief Summary of Invention; Brief 
Description of Drawings; Detailed Description; Claims; Abstract;
“Sequence Listing”

– Drawings

– Oath or Declaration



Filing the Application, Cont. 

• May file electronically via the USPTO Electronic Filing 
System (“EFS”)



Examination 
• Restriction Requirement – Examiner alleges claims are 

independent or distinct and must be examined 
separately  

• Non-final Office Action
– 3 months from date of rejection to respond with up to 3 additional 

months of extension (with extension fees)
– May make amendments and/or present arguments in rebuttal to the 

Examiner’s rejections

• Final Office Action
– File early response within 2 months from date of final rejection (may 

make form amendments; cancel claims; or show good reasons why 
merit amendments were not entered earlier)

– File a Request for Continued Examination (may make amendments 
on merits of application)

– File an Appeal – file Notice of Appeal and an Appeal Brief within 2 
months from the date the Notice of Appeal was filed



Average Time to Issuance

Technology
Average time to 
1st Office Action 

(months) 

Average total 
pendency 
(months)

Biotechnology and Organic 
Chemistry 22.5 35.1

Chemical and Materials 
Engineering 25.9 37.4

Semiconductor, Electrical, 
Optical Systems 20.8 29.7

Mechanical Engineering, 
Manufacturing and Products 26.5 35.5

Total: 25.8 34.6

* USPTO records for 2009



Patent Term

• Term begins on the date the patent issues 
and ends 20 years from the date the 
application was filed 
– Earliest effective filing date may be date of 

provisional filing or PCT application 



Questions? 
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