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KOLUENEK wnu XXU3Hb!.. uan TPONNb unn NNEMA?
Bonpocbl, Tpebyloume oTBeTOB

Camas aKTyanbHas BO3MOMHOCTb M3bexaTb cyaebHoro pasbupartenbctsa MNo MaTeHTy C
y4YacTMEM HECKO/IbKMX 3asBuTenell — 3TO nepegaTb MaTeHT MAEMEHM KOPEHHbIX aMepUKaHLEB.
Bnagenbupbl NaTeHTOB HAZEKTCA OCMOPWUTb BOMPOC AENCTBUTENbHOCTM AMEpPMKAHCKOro akta o6
nsobpeteHunsax («AlA») Ha OCHOBE AOKTPUHbI CyBEPEHHOW HEMPUKOCHOBEHHOCTW. ITO MPOUCXOAMUT
KaxAablli pas, Korga cyaebHoe pasbupaTenscTBo No AMEpPUKAHCKOMY aKTy 06 M306peTeHmsax C ydacTmem
HECKO/IbKUX 3anaBUTeIe HaXO4MUTCS B COCTOSIHMM HeonpeaeneHHOCTU. B 3aBMCMMOCTM OT KOHKPETHOTro
Aena pas3bupaTesibCTBO MOKET 3aBEPLUNTLCA AJ1F BAC KaK NobeAol, TaK U NOPaXKeHNeEM.

Bce Hauvanocb ¢ TOro, Kak Prowire, Inc., nepegas cBoM npaBa Ha MaTeHT KomnaHum MEC
Resources, NONHOCTbIO NMPUHAANEKABLIEN UHOENCKMM MJIEMEHAM apuKapa, MaHOaH U XMpaTtca, B UCKe
npotns Apple o6BMHUAA NocneaHIoO B TOM, YTO iPad 4 HapywaeT ee NaTeHTHble NpaBa M NOMbITanacb
0CnopuTb BONPOC AENCTBUTENBHOCTY AMEPMKAHCKOTO aKkTa 06 n3obpeteHunax. AHanornyHbiM obpazom
B TEYEHME HECKO/IbKMX MEeCSLLEB OAHA M3 KpynHeuhwux dapmaueBTUyeckmux kopnopauuii (Allergan) u
nmaep KomnbtoTepHbix TexHosoruii (SRC Labs) nepesann naTeHTbl € BbICOKMM [0XO40M ApPYromy
CYBEPEHHOMY MNEMEHWN aMEPUKAHCKUX UHAENLEB — B 000MX CAyvasx OAHOMY U TOMY XKe MJeMeHM
(nnema moraBkoB M3 pesepBaumm CeHT-Pegkuc [«SRMT»]). 3atem nnema SRMT nogano Wck o
HapyLeHMM NaTeHTHbIX NpaB NpoTMeB Amazon n Microsoft no «6biBlwKMM nateHTam SRC Labs» B Hagexae
nomewatb Microsoft u Amazon ocnoputb nateHTbl B CygebHOM pa3bupaTenbCcTBe € y4acTUEM
HECKONIbKMX 3asBuTesiei.”’ B COOTBETCTBMM C MPMHLUMMOM CYyBEPEHHOro MMMyHuTeTa SRMT TaKke
HanpaBu/iO0 B CyA XOAATalCTBO O MPEKPalWeHNUn MUHULMUPOBAHHOTO HA OCHOBe McKa Mylan
Pharmaceuticals cyaebHoro pasbupatenbctsa C y4acTMeM HECKOJIbKUX 3aAaBUTENEN, BKAOYAA «ObiBlLMe

nateHTbl Allergan». 3

KpynHble KomnaHuu no paspabotke MO (Hanpumep, Apple) o6blMHO OXOTHO Yy4yacTBYHOT B
cynebHbIX NPOM3BOACTBAX KacaTe/IbHO 3aWMTbl NPaB MHTE/IEKTYaIbHOM COBCTBEHHOCTU, MOCKOJ/IbKY OHM
YacTo BbICTYNalOT B OKPYKHbIX CyAax B KAaYecTBe OTBETYMKOB MO UCKaM O HapyLEHMM MaTEHTHbIX Npas.,
WHULMMPOBAHHBIX HAYMHAKOLWMMMU UAM HEPabOoTAOWMMM KOMMNAaHUAMM (06bIYHO HasbiBaembiMu «NPE»
WU «MNATEHTHbIMU TPOANAMMY), a cyfebHble NPOM3BOACTBA MEXAY CTOpOHaMu — BTopas M 6onee
6bICTpan NaolWanKa 41A aHHYIMPOBaHNA NAaTEHTOB, NPUHAANEKALLMX TAKUM AnLam. Ha cerogHAWHMNA
AEHb TPOINWN ABAAIOTCA HeXenaTesibHbIM SIBIEHMEM B MMpPE MaTeHTOB. 3TO KomnaHuu (MHorga —
rpynna lopuctos), npuobpeTatowme NaTeHTbl MCKAYUTENBHO AN MX JIULEH3MPOBAHMA C LE/blo
nonyyeHuna npubbinn, 6e3 co3gaHMA  KaKoro-nMbo KOMMEPYEeCcKOoro npoayKTa Ha OcHOoBe
3anaTeHTOBAaHHOIO M306peTeHMsa. HebonblimMm KomnaHuam no paspabotke MO, Kak M KpymnHbIM
bapmMaLeBTUYECKMM KOMNAaHUAM, 06bl4HO He Nno aywe cyaebHble pasbupaTenbCTBa, Tak Kak OHWM YacTo
BbICTYNAIOT B OKPYKHbIX CyAax UCTLAMU, NPEeAbABAAIOWMMM UCK B CBA3K C HapylieHMem npas. OHKM He

1 Prowire LLC v. Apple, Inc., District of Delaware, No. 17-cv-223.

2SRC Labs, LLC and The Saint Regis Mohawk Tribe v. Amazon Web Services, Inc., et al., Eastern District of Virginia, No. 17-cv-
00547.

3 Allergan, Inc. and The Saint Regis Mohawk Tribe v. Teva Pharmaceuticals USA, Inc., et al., Eastern District of Texas, No. 15-cv-
1455. 16 oktabpa 2017 r. cya npu3HaN He3aKoHHbIMKU TpebosaHua Allergan no nateHTam K Restasis, Bcneacteue yero
OanbHellee NPON3BOACTBO NO CNOPY MeXAY CTOPOHAMM MANOBEPOATHO.
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»enawT 6opoTbCcA 3a NpaBa B YC/NOBMAX, B KOTOPbIX OTBETUMKY nerye, bbicTpee M aewesne (06bl4HO
KPYNHbIM paspabotumk MO uAM npousBoAWTENb HENaTeHTOBAaHHOW NPOAYKUWMWU, COOTBETCTBEHHO)
£06UTbCA peleHns o He4enCTBUTENbHOCTH.

CTaHeT I He3aBUCMMOCTb MHAEMNCKUX NiemeH AMEPUKM AOCTYMHbIM U }KeNaHHbIM CpeacTBOM
3alLMTbl OT y4YacTua B cyAebHbIX MPeHMUAX No BOMPOCY NAaTEHTOB AaKe B TeX C/ay4asx, Koraa naemsa He
MMeeT HWKAKOro OTHOLWIEHMS K MaTeHTy W BOCMPUMHMMAET €ro JMWb KaK CPeacTBO AJ/1A MOJyyeHus
npubbian?  CTaHyT AU NiemeHa NaTeHTHbIMU TPOANAMM?  M3MEHAT M KpynHble KOpnopauuu CBOWM
B3rN1A4 Ha NaTeHTHbIX Tponnei? CylwecTByeT HECKOIbKO BEPCUIM OTBETA Ha AaHHbIM BOMPOC, 3aBUCALLMX
OT KOHKYPUPYIOLLMX TEOPUIA.

CornacHo 3akoHogaTtenbctey CLUA cyBepeHHble HauuM M wWTaThl OObIYHO He MOryT
npecnefoBaTbca B cyaebHOM nopaaKe A0 Tex Nop, MOKa OHW He AanW CorlacMe Ha NoAadvy UCKa Uan ux
HEMNPUKOCHOBEHHOCTb HE  aHHY/IMPOBaHa  KOHIPeccom WAM  MeXAyHapOoAHbIM  4OrOBOPOM.
OauHHaauaToM nonpaBKoM K KOHCTUTyuuu oTAenbHbiM wWTaTam B coctaBe CoeauHeHHblx LlTaTtos
npeaocTaBneH UMMYHUTET. 3akoHOM CoeauHeHHbIX LLITaToB 06 MMMYHUTETaxX MHOCTPAHHbIX CyBEPEHOB
(«FISA») oT 1976T. WHOCTPaHHbIM FOCYZapCcTBAM MPeAOCTaBAEH OFPaHUYEHHbIA CyBEpPEHHbI
UMMYHUTET. CyBepeHHbI UMMYHUTET NAeMeH KOPEHHbIX aMepuKaHLeB 6osiee KOMMNIEKCHbIM, Tak Kak
niaemeHa He ABAAIOTCA HWU MHOCTPAHHbIMKM rocyaapctBamm, HU witatamum CLLUA. Bonpoc npepocrasneHus
niemeHam aMepUKAHCKUX MWHAENLEB CYBEPEHHOTO WMMMyHUTETa MU3bAT M3 KoHctutyummn CLUA,
NnAeMeHHbIX CorfaweHni ¢ deaepanbHbIM NPABUTENBCTBOM M PA3/IMYHbIX pelleHnin cyaa. MnemeHHble
KOpPEHHble aMepUKaHLLbl BOT y»Ke HEKOTOPOe BpemMA PacCMaTPMBAOTCA B Ka4YeCTBe KMECTHbIX 3aBUCUMBbIX
HapoOLOB», KOTOpble YNPaBAAOT COOCTBEHHbIMM AeNaMM, HO CYLLEeCTBYIOT B pPaMKax M 3aWMLLEHbI
cysepeHuTeTtom CoeamHeHHbIx LLTaToB. lNpeactasuteny naemeH ABAAKTCA rpaxaaHamm CoeaMHEHHbIX
WratoB. OpHako B 2014r. BepxosHbit cya CoeamHeHHbIX LUTaToB AMEPUKM MOCTAHOBWA, 4TO
naemeHHble OpraHbl BAacTU MHAelLeB 061a4atloT HEOTbEMAEMbBIM NPABOM Ha CyBEPEHHbIA UMMYHUTET
OT UCKOB, OCTaBMB KOHrpeccy NpaBo Ha ANLWEHWE AaHHOrO0 MUMMYHMTETa B HEKOTOPbIX Cydanx.?

Cnegylowmm Wwarom B NpeLoOCTaBleHUN TOCYAAPCTBEHHOIO CyBEpeHWTeTa CTafo Npu3HaHWe
denepanbHbIM OKPYrom cyBepeHuUTeTa YHUBEPCUTETOB U MEANLMHCKUX YUPEXAEHMI LUITATOB B KavecTse
BETBM rOCYAapPCTBEHHOW BNACTM, YTO AULINAO MX BO3MOXHOCTM OTCTaMBaTb MPABO Ha CBOW NaTeHT B
cygebHbIX npoueccax, O4HAKO MMEHHO YHWBEPCUTETbI U MESUUMHCKUE YUYPEKOEHUS 3aHMMAOTCA
NIMLUEH3MPOBaHMEM MATEHTOB, a TaKKe TPATAT BPEMA U YCUAMA Ha pa3paboTKy OTKpbITUIA, NpoBeaeHue
nccnefoBaHnini U/MAN NPUMeHeHWe 3anaTeHTOBaHHbIX UMW M306peTeHnit. KoMUTET NO paccMOTPEHMIO
CNOPOB W anennauuin B CBA3WM C peructpaumelt nateHToB («PTAB») Heo4HOKpPaTHO onpegensn, uTo
rocy4apCTBEeHHbIE areHTCTBa MO/b3YOTCA MMMYHUTETOM OT cyaebHOro npeciegoBaHMa A0 TexX Nop, NokKa
KOHIpecc He NNLWKUT ero AaHHOro MMMyHuTeTa. OZHAKO, OrpaHWYMBas CyBEPEHUTET MEKAYHAPOAHbIX
areHTCTB, TaK)Ke SBNAIOLLMXCA FOCYAAPCTBEHHLIMU OpraHamu, deaepasbHbli OKPYr MOCTaHOBWJ, YTO
OpraH MHOCTPAHHOrO rocyAapcTBa MOXKET bbiTb NpMBAEYEH K CyAebHON OTBETCTBEHHOCTU Ha OCHOBE ero
KOMMEpYECKOW AeATeNbHOCTU.” B npouecce 3TOM KOMMEPYECKON [AeATeNbHOCTM NPOUCXOAMIIO

«nonyvyeHme un oTCrtanBaHue I'IpVITFI3aHVIﬁ Ha nateHT CoeauHeHHbIX LUTaTtoB.» Kak u B cnydae C

4 Michigan v. Bay Mills Indian Cmty., 134 S. Ct. 2024 (2014).
5 Intel Corp. v. Commonwealth Sci. & Indus. Research Org., 455 F.3d 1364 (Fed. Cir. 2006).
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MHOCTPAHHbIMW NPaBUTENIbCTBAMMU, cyp,e6Hoe NnocTaHoBNEHMEe BblI0 OCHOBAHO Ha 3aKOHe CoegMHEHHbIX
LtaToB 06 MMMYHUTETAX MHOCTPAHHbIX CyBepeHOB NN NPUHATOM KOHIPECCOM 3aKOHeE.

B HacToslwee Bpemsa rpaHULbl CYBEPEHHOM HENPUKOCHOBEHHOCTU YCTaHAB/AMBAET He
topnanyeckaa cuctema CLUA, a KoHrpecc. [lpaBonpuMmeHUTENbHAA MPAKTUKA MOXKET MEHATbCA OYeHb
ObICTPO, OCTaBAAS OTKPbITbIMM MHOMECTBO BOMpPocoB. byaer v topuandeckaa cuctema CLUA
HEU3MEHHO MPUMEHATb TO Ke palMoHanbHOe 0HOCHOBaHME K MJIeMeHaM KOPEHHbIX aMepUKaHLEB,
KaKoe OHa NpUMeHAET K MeXAYHapOAHbIM areHTCTBaM WU FOCYAapCTBEHHbIM YUYpeXAeHUam, Uan
0b60CHOBaHME OyAeT MeHATbCA OT CAydasa K caydato?  byaeT AM nonyyeHue naTeHTa, OTCTaMBaHMe
NPUTA3aHUA Ha NATEeHT WU/MAWM NOAYyYEeHWe BbIroAbl Ha OCHOBE NULEH3UPOBAHMA NaTeHTa NPUYUCAEHO K
KOMMEpPYECKOW  AeATEeNbHOCTU, TaKMm 006pa3soM aHHY/MPYA CyBEPEHUTET MAeMeH KOPEHHbIX
amepuKkaHueB? byaer nuM BO3byxAeHWe cyaebHoro npousBoAacTBa B deaepanbHOM cyae npu
noageprKaHun cyBepeHnTeTa U OTCYTCTBMU €ro aHHYAMPOBaHMA PaBHO3HAYHO OTKa3y OT CyBepeHUTeTa B
PTAB no tomy e naTeHTy? CTaHyT AU UHAEWCKME NaemeHa AMEPUKM elle OoAHMM cybbeKkTom B
pacwwupstowerica rpynne NPE?

B NPE yxe crannm BKAOYATb KOMNAHMM MO  YMNPaBAEHUIO aKTUBaMM, KOMMaHWW,
npegocTaBaAloWmne ANLEH3NIO, GUPMbI MO KOHTPOJIIO U PEeryniMpoBaHUI0 KanuTana, a TaKKe apyrue
CyO6bEKTbI, €4MHCTBEHHOM LLENbIO0 KOTOPbIX ABASETCA NpuobpeTeHne 1 npogaxa nateHTos. NPE cospgatoT
M MUCNO/b3YIOT Y)Ke He NPOCTble YacTHble AMua uUan Hebosbline KoMMaHuu; B 60pbby BKAOYMAWCH
KpynHelLwune n n3BecTHenWwmne Kopnopaymm. Mx oyepegHbiM WArom cTanun nonbiTkmn npusnevyeHmsa NPE,
KOTOpble MOFYT WCMOJIb30BaTb CYyBEPEHUTET MWHAENCKMX MJIEMEH B KayecTBe MWHCTPyMeHTa AN
YKJIOHEHUA oT cyaebHoro pasbmpartenbCcTBa € yyacTMEM HECKONbKMX 3anaBuTenen. Ecam AmepmKaHCKuMiA
aKT 06 usobpereHuax n/man cyaebHole pasbrpaTtenbCTBa C y4acTUEM HECKOJ/IbKUX 3adBuTesied oTonayT
Ha BTOPOW MJaH, 3aXOTAT /I 3TU Koprnopaunmn BepHyTb cebe CBOM NaTeHTbl U CMOFYT K 3abpaTb MX Y
AaHHbIX naemeH? Ecam npu HacTosAwen nepefayve akTMBOB MHAENCKUM naemeHam 6blin YyCTaHOB/EHD!
OrpaHUYeHMA NO npogaxke MnaTeHTOB KoMy-nMbo, Kpome nepBOHa4vyasbHOrO B/afesiblia MNaTEeHTOB,
AEeNCTBUTENIbHO BAageeT AM TOrda NAemMAa BCEMM MNpaBaMM Ha MNaTeHTbl WM 3Ta nepejada aKTUBOB
ABNseTcs Avwb OoOMaHOM, a MepBOHAYa/bHbIA BfAageney, MaTEHTOB SABAAETCA  HACTOALLMM
3aMHTEpPECcOBaHHbIM AnLOM?  Ecnm nepefaya akKTMBOB SBAAETCA 3aBEPLUEHHOM, TO NAeMeHa MOoryT
BMOJIHE NepenpoaaTh NaTEHTbl KOHKYPEHTY MepPBOHAYaIbLHOTO B/IAZE bLaA.

B HacToswee Bpema BepxoBHbIN cyAd, BO3SMOXHO, PacCMaTPMBAET BOMPOC O TOM, «byayT au
depnepanbHble HOPMATMBHbBIE AKTbl, B KOTOPbIX OTCYTCTBYIOT MONOMKEHMA MO BOMpPocy 06 WHAENCKUX
naemeHax, NPUMeHATbCA MO OTHOLEHUIO K nnemeHam».® Bonpoc BaeH BBMAY cBoero obuiero
XapaKTepa B OTHOWEHWM MPUMEHEHMA 3aKOHA K MHAENCKMM NJAemMeHaMm, TaK KaK onpegeneHHble
uckosble TpeboBaHMA NaemMeH B AAaHHOM C/y4ae HEeKOTopbiM 06pa3om COrnacyroTcad C MCKOBbIMU
TpeboBaHMAMMK, NOAAHHBIMU NJIEMEHEM MOraBkoB U3 pesepsauumn CeHT-Pegkuc B SRC Labs. B obomx
CNy4Yasnx naemeHa MHAENUEB MbITAlOTCA NOBbLICUTbL AOXOA4bl, U 3TO Le/b, OMNpaBAblBAOLWLAA CPeACTBa,
OZIHAaKO HACKOJIbKO XOPOLLO W/ MJIOXO 3TO COYeTaHWe NOBbIWEHUA 4O0X040B U CyBEPEHUTETA BAUAIOT Ha
NaTeHTHYIO CMCTeMy CTpaHbl? ByaeT nn cyBepeHUTET NPUMEHEH NO OTHOLUEHMIO K CNOPY MO 3aABKe Ha

6 Petition for Certiorari, Great Plains Lending, LLC, and Plain Green, LLC v. Consumer Finance Protection Bureau, U.S. Supreme
Court, No. 17-184.
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COKpallleHHY0 npoueaypy pernctpauuun npenapata («<ANDA») B pamKkax 3aKoHa XaTya-YakcmaHa? Yto
NPOU30MAET B C/ly4ae HECOrIacuA MeXKAY NepBOHaYaIbHbIM BaAe/IbLEM MATEHTA U NNEMEHEM, a TaKXKe
HapyLeHMA NAemMeHeM COrnalleHunsa ¢ NepBOHaYaibHbIM Bagenbluem nateHTa? [oTpebyeT An naems
CyBepeHUTETA OT CTOPOHbI, C KOTOPOW OHA OAHaXKAbl Bblna B cotoze?

otn BOMPOCblI YKa3blBalOT Ha TO, 4YTO MNATE€HTbl CTAHOBATCA euWe OAHUM BOCTpe6OBaHHbIM
TOBapom. B AaHHbIX C/ly4aAx B3anMoOCBA3aHHbIe BOMPOCbI 3aTPOHYT p,epmaTeneVl NaTeHTa, HaPYLIJI/ITeﬂef/JI
nateHta, NPE, KOpEeHHblE NnaemeHa aMepUKaHCKUX I/IHAEVILI,EB, d TaKXe Wtatbl U WMHOCTPAHHbIE
I'OCYLI,apCTBa.7 Bbino 6bl UHTEPECHO NOJIYy4YUTb OTBET Ha AaHHbleé BOMPOCblI B Te4YeHne nocneayrowmx
HEeCKOJIbKMX mecAueB U neT.

7 Hanpumep, 041H 0XKHOKOPEWCKUIA cyBepeHHbIt doHA HepaBHO nepesan nopTdenb NAaTEHTOB HENPAKTUKYOLLEMY
nnueHsupytoemy cybbekTy CLUA, KOTOpbIN, B CBOIO oYepesb, 3aHNMMAETCA Kyniel-npoaarkel NaTeHTHbIX NPaB B OTHOLLEHUU
apyrmux NPE.

4



